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About Blakes

Environment protection in China

Environment protection as one of the key
areas in the Eleventh Five-Year Plan, with
investment projected at 1.35% of GDP

In the 4 Trillions Yuan Stimulus Package
announced in November, 2008, significant -
portion allocated to environment

New Energy related government funding

Foreign investments
Bkod—
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» Leading business law firm, with offices also in
Beijing and Shanghai
+ Beijing Office since November, 1998

+ Extensive China experience — both inbound and
outbound work

« Canadian Law Firm of the Year — 2008, 2007
» |LO Client Choice Award, Second Year in a Row
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Intellectual property concerns

* Innovations and “mature” technologies

« Common concerns of foreign companies
in China: intellectual property not
respected or not protected

* Reluctance or concerns in taking
technologies to China
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What could happen

MaxClean™ Max Clean!
Devices and Devices and :
= Processes = Processes
Software Software
& Control & Control
Your Technology/Product Competing Technology/Product

* Who could be your competitor?
* (former) JV partner, (former) employees, (former) ...

* Never heard of %L_

What could happen (2)
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Overview

* IP system in China
» Selected IP cases
* Practical tips
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* Your product developed in 80’s

Patents in the U.S., Canada and Europe
No patent in China

Further R&D work done in Canada

JV in China making improved products

* A Chinese company sued JV for patent
infringement and won

: y
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IP System in China
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Types of IP

* Trademarks are ...
— Indicia used to distinguish one’s wares and/or services from those of
others, such as words, slogans, symbols, shape of goods or packaging
etc

» Patents are granted for ...

— Methods or processes, machines, devices, manufactured articles etc
— Compositions of matter: chemical compounds, compositions etc

» Copyright can existin ...

— Books; writing; photos; music; art; computer programs; screen display;
and instruction manuals etc

: Bilkes—
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Types of IP (2)

* Industrial designs are granted for ...

- shape, configuration, pattern, ornamentation, or any combination
thereof, when applied to useful articles

« Trade secrets describe ...

— types of confidential information that confers a competitive advantage in
relation to business or trade, and may arise in the context of business
plans, “secret formulae” for food/beverages, methods or processes of
manufacture

: v
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China’s IP system

« First established about 20 years ago

« Party to all major international treaties
- TRIPS

— Paris Convention

- Berne Convention

- PCT

— Madrid Protocol

Enforced by courts

Administrative enforcement actions
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China’s trademark system

+ Party to Paris Convention, Madrid Agreement etc

« First to file; limited rights from earlier “use”

« Classification system; one registration, one class

« “Well-known” marks receive stronger protection

« Term: 10 years; renewal of 10 year terms thereafter

* What can be registered
— wares, service mark, collective mark and certification mark
— visually distinguishing marks
— word, designs, letters, numerals, 3D symbols, color, and
combination thereof

« Chinese characters and words and Roman letters
— treat as “localization”

— not a “translation” ‘
Bookod—
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China’s patent system

China’s patent system (2)

« First established about 20 years ago
+ Three major revisions: 1992, 2000 and 2009
+ Three types of patents

— invention (substantive examination)

— utility model (formality only)

« can apply simultaneously for invention and utility model
patents

« possible to “switch” from utility model patent to invention
patent

— design (formality only)
« similar to industrial design registration

in Canada
. kot

i 5 D 4% 5 P

13

First to file
Absolute novelty — no grace period, but
—disclosure at certain exhibitions etc. exempted

PCT route or direct filing
— translation requirement
Foreign filing “license” — October, 2009

— only if invention made in China
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Patent rights

2009 Amendments

* Invention and utility model patents
—make, use, offer for sale, sell or import
— invention: 20 years
— utility model: 10 years

» Design patents

—make, sell or import
+ 2009 Amendment to add “offer for sale”

—10 years

) Blkes—
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Permission required for filing foreign application
Absolute novelty rule

— codify prior public use defense

Duty to disclose direct and original sources of genetic
resources

— if completion of invention required use of the genetic resources
“Switching” from utility model to invention patent

— Codifying recent Supreme People’s Court case

Increased limit of statutory damages

~ up to RMB ¥1million, or

— ~CAD$180,000 at $1 =¥ 55

Bokod—
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Copyright in China

+ Party to Berne Convention, bilateral treaties
+ Literary, artistic, science, engineering works etc
— including computer software, drawings, oral work
— photographs in catalogs
« articles made from photographs also protected
» Economic rights (13 different rights)

— reproduction, publication, rent, public exhibition, broadcasting,
network transmission etc

- transferrable

— compensated for permitting others to do any of these acts
+ Personal rights (4 different rights)

— publish, identify as author, revise, protect integrity of work

— not transferrable

» Further amendments under consideration
16 %%‘

Copyright (2)
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Use of China’s IP system

« Patent filings
— China’s Patent Office one of the busiest in the world

—in 2008
+ 828,328 patent applications, up 19%; 717,144 domestic, up 22%
+ 6,089 PCT applications from China, up 12% (No. 6 in the world)

— total patent filings reached 5,000,000 in March 2009
* Trademark registrations
-~ over 3,441,000 trademarks registered by end of 2008

— number of new registrations in 2007 increased by
29%

» Registration not required for acquiring the
rights, but

— required for SAFE permit to repatriate royalty
payments

— relied upon by Customs

— evidence when enforcing rights,
administrative or judicial

— software issues

. Blokes—

i 55 SE R0 46 % B

Use of China’s IP system (2)
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« More patent and trademark litigation cases than
any country in the world
« New patent cases 4074
» New trademark cases 6233

« Only 5% involved foreign companies!

— foreigners won over 60% of cases

« Beijing 15t Intermediate Court: 22% of cases involving
foreign parties, who won 80% (2002-2006)

 Zhejiang High PeoPIe’s Court: foreign companies won 99%
of cases involving foreign parties!

» Recently, more foreign companies as

defendants and lost IP cases _
. Bitked—
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Technology import

» Technology Import regulated in China
— Prohibited
— Restricted
— No restriction
» Technology import arises when
— Contribute technology to JV
— Transfer technology/products to Chinese

License and technology import

« License as a technology import/export

— regulated under Chinese law

— licensor liable if technology infringes 3rd party IP

— licensee may challenge validity of licensor’s IP

— guarantee as to ownership, effectiveness of

technology etc

— technical competence of “importer”/licensee/assignee
 Restrictions on technology contracting

— where recipients to buy equipment etc or sell products

— rights to improvements of imported technology made
by licensee

. Bakes—
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parties
— License technology
. Bokes—
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Enforcement

* Administrative
— no damages awarded
— stop infringement quickly and less costly
— evidence collection
« Litigation
— time consuming (up to 2-3 years or more) and costly
- all remedies available, including damages and injunctions
— good evidence required (not easy in China)
+ Arbitration
- arbitration clause — governing law, location, rules, language
« Customs Protection
— recordal of IP rights
— can act ex officio

— security required for seizure ;
22 yred %‘%—
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Some Recent IP Cases in China
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